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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as anticipated by Solarek et 
al (4675394). 

Solarek et al discloses a paper containing an aldehyde-containing 
polysaccharide. Aldehyde-containing substituent groups include quaternary ammonium 
containing groups (Abs; col 2, line 56 to col 3, line 56; col 4, lines 13-33; col 7, lines 5-7; 
col 8, lines 1 8-23; col 21 , lines 44-51 ). The paper can contain fillers (col 7, lines 48-49). 
The polysaccharide can be cellulose ether, such as methyl cellulose, 
hydroxypropylmethyl cellulose, hydroxybutylmethyl cellulose, etc. (col 5, lines 11-17). 
The polysaccharide can also be modified to contain other substituent groups such as 
carboxymethyl groups and cationic groups. The group 3-(trimethyl ammonium 
chloride)-2-hydroxypropyl ether is exemplified, which overlays the claimed structure (col 
3, lines 56-59; col 4, lines 42-44; col 6, lines 60-64). 
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Claims 1, 3 and 4 are rejected under 35 U.S.C. 102(b) as anticipated by Zeuner 
et al (5294299) as evidenced by Aho et al (US 2004/0131854). 

Zeuner et al discloses paper comprising a filler and a cationic polymeric 
flocculating agent having a degree of substitution (DS) of 0.01 to 0.3 (construed to be 
cationic substitution). The cationic polymeric flocculating agent can be 
carboxymethylcellulose (CMC) cationized with quaternary ammonium compounds (Abs; 
col 1 , lines 11-15; col 2, lines 1 3-39; col 4, lines 39-45). The DS of CMC 
(carboxymethyl substituents) typically varies from approximately 0.1 to 1 .2 (if evidence 
is needed, see Aho et al, p 2, par 31 ). The cationic CMC of Zeuner et al thus has the 
claimed cationic and anionic DS. Alternatively, if the disclosed range of DS includes 
both quaternary ammonium and carboxymethyl substituents, the range still embodies 
compounds having the claimed ranges of both substituents. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 3 and 4 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Cash et al (6602994). 
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Claim 1 : Cash et al discloses a paper composition comprising derivatized 
microfibrillar cellulose ether, and particularly CMC (Abs; col 4, lines 14-15 and 40-43; 
col 36, line 31 to col 37, line 62, Examples 25-27). In some embodiments, the 
derivatized microfibrillar cellulose ether also contains substituents having a cationic 
groups such as quaternary amine groups (col 3, lines 55-61; col 12, lines 37-42). The 
paper can comprise fillers (col 6, lines 9-27, particularly line 27). 

Claims 3 and 4: A preferred range for the DS of groups that provide electrostatic 
functionality is between about 0.02 and 0.5, while the DS for anionic constituents is at 
least 0.05 (col 3, lines 40-53). Although the cationic DS is not explicitly stated, the 
disclosed ranges implicitly embody a DS for cationic constituents within the claimed 
range or, at least, obtaining the claimed DS for cationic substituents would have been 
obvious to one of ordinary skill in the art. 

Claims 5-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Cash 

etal. 

The disclosure of Cash et al is used as above. Cash et al does not disclose a 
paper coating. Cash et al does disclose that the derivatized microfibrillar cellulose ether 
is used in paper coatings to control the rheology and to provide water retention, thereby 
controlling the amount of liquid that permeates the base sheet (col 15, lines 5-18 and 
52-57). A paper coating comprising the disclosed derivatized microfibrillar cellulose 
ether would thus have been obvious to one of ordinary skill in the art for the disclosed 
reasons. 
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Claims 2 and 9-11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Cash et al in view of Gruning et al (4988806) or Stober et al (4940785). 

The disclosure of Cash et al is used as above. Cash et al does not disclose the 
claimed quaternary ammonium groups. 

Gruning et al discloses nitrogen containing derivatives of CMC having a DS of at 
least 0.1 that can be added to paper pulp during the manufacture of paper (Abs; col 6, 
lines 65-68). In the derivatives, all or a portion of the carboxymethyl groups are 
replaced by quaternary ammonium groups having the general formula 

-cH jC oUaa- R , xS 

R 4 

where R 1 is H or methyl, R 2 is a C2 to C 5 aliphatic hydrocarbon group, R 3 and R 4 are C1 
to C 4 alkyl, R 5 is a C1 to C 4 alkyl group or a benzyl group, and X is halogen, sulfate or 
sulfonic acid group (Abs; col 3, lines 7-32). The disclosed quaternary ammonium 
groups overlay the claimed groups or, at least, the claimed groups would have been 
obvious from the disclosed groups. 

Stober et al discloses a method of making cellulose ethers, such as CMC, 
containing quaternary ammonium groups by reacting alkaline epoxides with a cellulose 
derivative. The alkaline epoxides have the general formula 
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CHi— CH— (CH2>„— NC+>— R 2 X< ~ > 

\ / \ . 

O R 5 

where n = 1 , 2 or 3; R 1 , R 2 and R 3 are Ci to Cis alkyl groups or R 1 is a benzyl group or 
C2H4OH; and X is chloride, bromide, sulfate or acetate (Abs; col 2, lines 8-31 and 41- 
46). The disclosed quaternary ammonium groups overlay the claimed groups. The DS 
of quaternary ammonium containing groups is from 0.005 to 1 per hydroxy group on the 
CMC (col 2, lines 57-62). 

The art of Cash et al, Gruning et al, Stober et al and the instant invention is 
analogous as pertaining to adding cationic quaternary ammonium containing groups to 
CMC. It would have been obvious to one of ordinary skill in the art to add quaternary 
ammonium groups having the claimed formula to the CMC of Cash et al in view of 
Gruning et al or Stober et al as well known methods of adding cationic groups to CMC. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-4, 6 and 7 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-6, 8 and 15 of 
copending Application No. 1 1/149613 in view of Stober et al. Although the conflicting 
claims are not identical, they are not patentably distinct from each other because the 
copending claims embody paper containing a filler and CMC having the claimed content 
of quaternary ammonium groups. The claimed structures would have been obvious to 
one of ordinary skill in the art over the disclosure of Stober et al. The claimed DS of 
carboxymethyl groups would have been obvious as typical in the art. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claims 1-4, 6 and 7 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-6, 8, 18 and 20 
of copending Application No. 1 1/018915 in view of Stober et al and Zeuner et al. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because the copending claims embody paper containing a filler and CMC 
having the claimed content of quaternary ammonium groups. The claimed structures 
would have been obvious to one of ordinary skill in the art over the disclosure of Stober 
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et al or Zeuner et al. The claimed DS of carboxymethyl groups would have been 
obvious as typical in the art. Paper comprising the filler would have been an obvious 
product containing the filler in view of Zeuner et al. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Batelaan et al (6627751 and 6103885), Trzasko et al 
(5349089), Billmers. et al (4788280), Solareket al (4731162 and 4703116), Frolich et 
al (6306255), Brode, II et al (4663159) and STONE et al (3472840) disclose other 
cationized CMCs used in papermaking. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DENNIS CORDRAY whose telephone number is 
(571)272-8244. The examiner can normally be reached on M - F, 7:30 -4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on 571-272-1 189. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Dennis Cordray/ 
Examiner, Art Unit 1791 

/Eric Hug/ 

Primary Examiner, Art Unit 1791 



